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DETAILED ACTION 

1 . This document is a Final Office Action on the merits. This action is responsive 
to the following communications: Amendment A, which was filed on June 12, 2006. 

2. Claims 1-37, 39, and 41-67 are currently pending in the case, with claims 1 , 4, 
18, 33, 41, 56, 57, 59, 62, 63, and 64 being the independent claims. 

3. Claims 38 and 40 are cancelled. 

4. The drawings were objected to for a lack of figure 1 A, which has been identified 
by Applicants, and, accordingly, the objection thereto is withdrawn. 

5. The Examiner noted missing documents from Applicants' IDS filed January 12, 
2005 and October 7, 2004. Applicants have provided these documents. Accordingly, 
the deficiencies are cured. 

6. Drawing figures 1B, 5A, 5B, and 12 were objected to for poor quality. Applicants 
have submitted substitute figures 1A, 1B, 3, 4, 5A, 5B, 6, and 12, which are clear, do 
not introduce new matter, and are accepted. Accordingly, the objections to the 
drawings is withdrawn. 

7. It is acknowledged that Applicants have updated the status of parent priority 
applications in the specification. It is further noted that the requirement to update the 
status of the parent priority applications and the status of all citations of U.S. filed 
applications in the specification is continuing throughout prosecution. 
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8. Claims 30, 33, and 41 were objected to for minor informalities. Applicants have 
appropriated corrected those informalities. Accordingly, the objections to claims 30, 33, 
and 41 is withdrawn. 

9. Claims 1-37, 39, and 41-67 are rejected. 

Information Disclosure Statement 

10. Signed and dated copies of applicant's IDS, which were filed on June 12, 2006 
and July 13, 2006, are attached to this Office Action. 

Claims Rejections - 35 U.S.C. 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1 1 . Claims 1 and 2 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

In order for a claimed invention to accomplish a practical application, it must 
produce a "useful, concrete and tangible result." State Street Bank & Trust Co., v. 
Signature Financial Group, 149 F.3d 1368,1373, 47 USPQ2d 1596, 1601-02 (Fed. Cir. 
1998). See also, MPEP 2106, II. A. A practical application can be achieved through 
recitation of "a physical transformation outside the computer for which a practical 
application in the technological arts is either disclosed in the specification or would have 
been known to a skilled artisan," or "limited to a practical application within the 
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technological arts" (MPEP 2106 IVB2(b)). Currently, claims 1 and 2 meet neither of 
these criteria. In order for the claimed method to produce a "useful, concrete, and 
tangible" result, recitation of one or more of the following elements is suggested: 

- The manipulation of data that represents a physical object or activity 
transformed form outside the computer (MPEP 2106 IVB2(b)(i)). 

-- A recitation of a physical transformation outside the computer, for example in 
the form of pre or post computer processing activity (MPEP 2106 IVB2(b)(i)). 

~ A direct recitation of a practical application in the technological arts (MPEP 
2106 IVB2(b)(ii)). 

It is noted that claim 1 merely receives documents in an order, wherein it is noted 
that more than one document received is inherently ordered by the order of receipt. 
Claim 1 further specifies to perform "at least one action to cause a change to a stored 
document." There is no prior requirement that the received documents be stored, and 
there is no indication what concrete, useful, or tangible action must be performed. 
Dependent claim 2 does not further limit claim 1 to add a useful, concrete, or tangible 
result. Further, it is noted that there is no requirement that the limitations of the claims 
is tied to a computer or any other device. There is no useful, concrete, tangible result 
from these claims. 

12. In the interest of compact prosecution, the application is further examined against 
the prior art, as stated below, upon the assumption that the applicants may overcome 
the above stated rejections under 35 U.S.C. 101. 



B) .1 
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Claims Rejections - 35 U.S.C. 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

13. Claims 1-7, 11,12, 16, and 17 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Dozier, etal. (U.S. Patent 5,870,552, issued February 9, 
1999) [hereinafter "Dozier"]. 

Regarding independent claim 1, as amended, Dozier teaches: 

A method of composing a collection of information comprising: 
receiving a plurality of documents in an order; and 
performing at least one action to cause a change to a stored document 
collection, wherein 

the at least one action is selected responsive to the order of the 
documents. 

(See, Dozier, Figure 7, and col. 3, line 41 through col. 4, line 43, teaching the input and 
storage and manipulation of electronic documents and that the documents may be 
ordered.) 



if I* 
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Regarding dependent claim 2, Dozier teaches: 

The method of claim 1, wherein the at least one action is selected from a 
group of actions. 

(See, Dozier, Figure 7, and col. 4, lines 1 1-26, teaching that the document collections 
may be re-ordered and modified.) 

Regarding dependent claim 3, Dozier teaches: 

The method of claim 2 ; wherein the group of actions comprises at least 
one selected from the group consisting of: 

creating a new collection; and 

adding a document to a collection. 
(See, Dozier, col. 4, lines 1 1-18, teaching that the new collections may be created or old 
collections added to.) 

Regarding independent claim 4, Dozier teaches: 

A method of composing a collection of information comprising: 
receiving a first document; 
receiving at least one subsequent document; 

determining whether the first document includes an indicium identifying a 
collection; 

responsive to the determination, selecting among the actions of: 
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adding the at least one subsequent document to the collection 
identified by the indicium; and 

creating a new collection; and 

performing the selected action. 
(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 
subsequent document, determining an indicia identifying a collection being the 
determination of hyperlinks linking the document, and generating a new collection by 
associating the documents together, with the selected action being the addition of the 
documents to an existing or new collection.) 

Regarding dependent claim 5, Dozier teaches: 

The method of claim 4, wherein the action of creating a new collection 
further comprises adding the at least one subsequent document to the new 
collection. 

(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 
subsequent document, determining an indicia identifying a collection being the 
determination of hyperlinks linking the document, and generating a new collection by 
associating the documents together, with the selected action being the addition of the 
documents to an existing or new collection.) 

Regarding dependent claim 6, Dozier teaches: 

The method of claim 4, wherein selecting the action comprises: 
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responsive to the first document including an indicium identifying a 
collection, selecting the action of adding the at least one subsequent document 
to the collection identified by the indicium. 
(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 
subsequent document, determining an indicia identifying a collection being the 
determination of hyperlinks linking the document, and generating a new collection by 
associating the documents together, with the selected action being the addition of the 
documents to an existing or new collection.) 

Regarding dependent claim 7, Dozier teaches: 

The method of claim 4, wherein selecting the action comprises: 
responsive to the first document not including an indicium identifying a 
collection, selecting the action of creating a new collection. 

(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 

subsequent document, and generating a new collection by associating the documents 

together, with the selected action being a new collection.) 

Regarding dependent claim 11, Dozier teaches: 

The method of claim 4, further comprising: 

responsive to the first document including an indicium identifying a first 
collection, and a subsequent document including an indicium identifying a 
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second collection, adding at least a subset of the contents of the second 

collection to the first collection. 
(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 
subsequent document, determining an indicia identifying a collection being the 
determination of hyperlinks linking the document, and generating a new collection by 
associating the documents together, with the selected action being the addition of the all 
or part of the documents to an existing or new collection.) 

Regarding dependent claim 12, Dozier teaches: 

The method of claim 4, further comprising: 

responsive to the first document including an indicium identifying a first 
collection, and a subsequent document including an indicium identifying a 
second collection, adding the second collection as a subcollection of the first 
collection. 

(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 
subsequent document, determining an indicia identifying a collection being the 
determination of hyperlinks linking the document, and generating a new collection by 
associating the documents together, with the selected action being the addition of the all 
or part of the documents to an existing or new collection.) 
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Regarding dependent claim 16, Dozier teaches: 

The method of claim 4, wherein each collection comprises at least one 
multimedia item. 

(See, Dozier, Figure 7, teaching the inclusion of a "gif file, a multimedia file typically a 
graphic, in a document collection along with "htm," "stl," "nvm," and text documents. 
See also, Dozier, col. 3, line 41 through col. 4, line 43, teaching receiving a first and 
subsequent document, determining an indicia identifying a collection being the 
determination of hyperlinks linking the document, and generating a new collection by 
associating the documents together, with the selected action being the addition of the all 
or part of the documents to an existing or new collection. 

It is noted that the application does not define the term "multimedia." 
Accordingly, it will read as was known to a person of ordinary skill in the art at the time 
of the invention, as defined in "Microsoft Computer Dictionary," Fifth Edition, 2002, 
Microsoft Press, as follows: "The combination of sound, graphics, animation, and video. 
In the world of computers, multimedia is a subset of hypermedia, which combines the 
aforementioned elements with hypertext." 

There is no limitation in Dozier to the number of times a multimedia item may be 
included in a collection, and, upon teaching that a multimedia item may be included in 
one collection, without further limitation, it is inherent that a multimedia item may be 
included in all collections.) 
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Regarding dependent claim 17, Dozier teaches: 

The method of claim 4, wherein each collection comprises at least one 
item selected from the group consisting of: 
documents; 
images; 
files; 

video data; and 
audio data. 

(See, Dozier, col. 4, lines 6-10, teaching the linking of hypermedia. See also, Dozier, 
col. 3, line 41 through col. 4, line 43, teaching collections of documents.) 

14. Claims 18-22 and 24-27 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Chen, etal., (U.S. Patent 6,009,442, issued December 28, 1999) 
[hereinafter "Chen"]. 

Regarding independent claim 18, Chen teaches: 

A method for adding an annotation to a collection of information, 
comprising: 

receiving an annotated media item identifying the collection of information; 
reading the annotation from the media item; and 
adding the annotation to the collection of information. 
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(See, Chen, col. 3, line 37 through col. 4, line 61 , teaching a document collection. See 
also, Chen, col. 18, lines 42-55, teaching an annotations utility that receives annotated 
media, reads the annotation and adds annotations to the collection of documents.) 

Regarding dependent claim 19, Chen teaches: 

The method of claim 18, wherein adding the annotation comprises: 

retrieving, from a storage device, the identified collection; 

modifying the retrieved collection to add the annotation; and 

storing the modified collection. 
(See, Chen, col. 5, line 51 through col. 6, line 12, teaching storage of the documents 
and collections. See also, Chen, col. 3, line 37 through col. 4, line 61, teaching a 
document collection. See also, Chen, col. 18, lines 42-55, teaching an annotations 
utility that receives annotated media, reads the annotation and adds annotations to the 
collection of documents.) 
Regarding dependent claim 20, Chen teaches: 

The method of claim 18, wherein the collection of information comprises a 
collection of multimedia documents. 
(See, Chen, col. 4, lines 12-19, teaching that documents of various types may be 
stored, including multimedia documents, e.g., JPEG.) 
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Regarding dependent claim 21, Chen teaches: 

The method of claim 18, wherein receiving the annotated media item 
comprises scanning the item. 
(See, Chen, col. 9, line 54 through col. 11, line 23, teaching importation of document 
using a scanner.) 

Regarding dependent claim 22, Chen teaches: 

The method of claim 18, wherein receiving the annotated media item 
comprises receiving an e-mail message including the item. 
(See, Chen, col. 3, lines 47-59, teaching the receipt of documents via e-mail.) 

Regarding dependent claim 24, Chen teaches: 

The method of claim 18, wherein the annotation is handwritten. 
(See, Chen, col. 9, line 54 through col. 11, line 23, teaching importation of document 
using a scanner. It is inherent in scanning that any handwritten annotation will be 
scanned in with the rest of the document.) 

Regarding dependent claim 25, Chen teaches: 

The method of claim 18, wherein receiving an annotated media item 
comprises receiving a paper document. 
(See, Chen, col. 9, line 54 through col. 11, line 23, teaching importation of document 
using a scanner.) 
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Regarding dependent claim 26, Chen teaches: 

The method of claim 18, wherein receiving an annotated media item 
comprises receiving a collection coversheet. 
(See, Chen, col. 18, line 56 through col. 19, line 44, teaching a coversheet associated 
with documents and document collections.) 

Regarding dependent claim 27, Chen teaches: 

The method of claim 18, wherein the annotated media item further 
comprises a pointer to the collection. 
(See, Chen, col. 1, line 64 through col. 2, line 42, teaching that summaries of 
documents are kept in a separate but associated file. See also, Chen, col. 5, line 52 
through col. 9, line 53, teaching the use of pointers to associated files, including 
collections.) 

15. It is noted that any citations to specific, pages, columns, lines, or figures in the 
prior art references and any interpretation of the references should not be considered to 
be limiting in any way. A reference is relevant for all it contains and may be relied upon 
for all that it would have reasonably suggested to one having ordinary skill in the art. 
See, MPEP2123. 
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Claims Rejection - 35 U.S.C. 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 8-10, 13-15, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dozier, et al. (U.S. Patent 5,870,552, issued February 9, 1999) 
[hereinafter "Dozier"]. 

Regarding dependent claim 8, Dozier teaches: 

The method of claim 4, further comprising: 

for at least one of the subsequent documents, receiving a separator prior 
to receiving the document. 
(Dozier teaches the association of a series of documents in a sequential order. 
Dozier does not expressly teach a "separator." 

A separator is disclosed by the Applicants as follows: "A separator page 2601, 
an example of which is shown in FIG. 7, can be used to denote the end of one 
document 104 and the beginning of a new document 104. MFP 100 detects separator 
page 2601 and, thereby recognizes that a new document 104 is about to begin. 
Separator page 2601 makes it possible for the user to queue several documents for 
MFP 100 to scan in one stack. In one embodiment, separator page 2601 is an easily 
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produced sheet of paper with a printed machine-readable indicator such as a barcode 
2602. Separator page 2601 may be similarly formatted as a collection coversheet 
Alternatively, separator page 2601 may be any kind of separator identifiable by MFP 
100" Disclosure, paragraph [0093]. 

The "separator" of the instant application is merely a document in Dozier, which 
may be placed between other documents according to the teachings of Dozier. The 
function of the document is the same whether it is called a "separator" or whether it is 
named anything else. 

The differences between Dozier and a "separator" is only found in the 
nonfunctional descriptive material and does not alter how the invention functions. Thus, 
the descriptive material will not distinguish the claimed invention for the prior art in terms 
of patentability. See, In re Gulack, 703 F.2d 1381, 1385, 217 USPQ401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to place a document between to other documents because the 
name of the document is non-functional and any document will perform the same 
function.) 

Regarding dependent claim 9, as amended, Dozier teaches: 

The method of claim 8, wherein the separator comprises a piece of paper 
including a separator indicium. 
(Dozier teaches the association of a series of documents in a sequential order. 
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Dozier does not expressly teach a "separator comprising a piece of pager 
including a separator indicium." 

A separator is disclosed by the Applicants as follows: "A separator page 2601, 
an example of which is shown in FIG. 7, can be used to denote the end of one 
document 104 and the beginning of a new document 104. MFP 100 detects separator 
page 2601 and, thereby recognizes that a new document 104 is about to begin. 
Separator page 2601 makes it possible for the user to queue several documents for 
MFP 100 to scan in one stack. In one embodiment, separator page 2601 is an easily 
produced sheet of paper with a printed machine-readable indicator such as a barcode 
2602. Separator page 2601 may be similarly formatted as a collection coversheet. 
Alternatively, separator page 2601 may be any kind of separator identifiable by MFP 
100" Disclosure, paragraph [0093]. 

The "separator" of the instant claim is a piece of paper which is entered into the 
computer system as a document and is merely a document in Dozier, which may be 
placed between other documents according to the teachings of Dozier. The function of 
the document is the same whether it originates as a piece of paper before being entered 
into the computer and is called a "separator" or whether it enters the computer in any 
other manner and is named anything else. 

The differences between Dozier and a "separator" is only found in the 
nonfunctional descriptive material and does not alter how the invention functions. Thus, 
the descriptive material will not distinguish the claimed invention for the prior art in terms 
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of patentability. See, In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to place a piece of paper as a separate document between to 
other documents and to enter them as separate documents into the computer because 
the origin and name of the document is non-functional and any document will perform 
the same function.) 

Regarding dependent claim 10, Dozier teaches: 

The method of claim 4, wherein each document comprises at least one 

piece of paper, and wherein receiving the document comprises scanning the at 

least one piece of paper. 
(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching the invention of claim 4. 
Dozier does not expressly teach that each document comprises at least one piece of 
paper, and wherein receiving the document comprises scanning the at least one piece 
of paper. 

The Examiner takes official notice of the fact that method steps that are 
performed by computer include the manipulation of data that is inputted to the computer 
by well known prior art means including scanning a document into a computer memory. 
It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to scan a document into the computer for purposes of saving time over re- 
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typing the document or for purposes of inputting graphics or other data.) 

Regarding dependent claim 13, Dozier teaches: 
The method of claim 4, wherein: 

receiving a first document comprises scanning a piece of paper; and 
receiving at least one subsequent document comprises scanning at least 
one piece of paper. 

(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching the invention of claim 4. 
Dozier does not expressly teach that receiving a first document comprises scanning a 
piece of paper and receiving at least one subsequent document comprises scanning at 
least one piece of paper. 

The Examiner takes official notice of the fact that method steps that are 
performed by computer include the manipulation of data that is inputted to the computer 
by well known prior art means including scanning a document into a computer memory. 
It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to scan a document into the computer for purposes of saving time over re- 
typing the document or for purposes of inputting graphics or other data.) 

Regarding dependent claim 14, Dozier teaches: 
The method of claim 4, wherein: 

receiving a first document comprises receiving the document by fax 
transmission; and 
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receiving at least one subsequent document comprises receiving the at 

least one document by fax transmission. 
(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching the invention of claim 4. 
Dozier does not expressly teach that receiving a first document comprises receiving the 
document by fax transmission and receiving at least one subsequent document 
comprises receiving at least one document by fax transmission. 

The Examiner takes official notice of the fact that method steps that are 
performed by computer include the manipulation of data that is inputted to the computer 
by well known prior art means including faxing a document into a computer memory. It 
would have been obvious to a person of ordinary skill in the art at the time of the 
invention to fax a document into the computer for purposes of rapid and accurate 
inputting of graphics or other data.) 

Regarding dependent claim 15, Dozier teaches: 
The method of claim 4, wherein: 

receiving a first document comprises receiving the document by e-mail 
transmission; and 

receiving at least one subsequent document comprises receiving the at 
least one document by e-mail transmission. 
(See, Dozier, col. 3, line 41 through col. 4, line 43, teaching the invention of claim 4. 
Dozier does not expressly teach that receiving a first document comprises receiving the 
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document by e-mail transmission and receiving at least one subsequent document 
comprises receiving at least one document by e-mail transmission. 

The Examiner takes official notice of the fact that method steps that are 
performed by computer include the manipulation of data that is inputted to the computer 
by well known prior art means including e-mailing a document into a computer memory. 
It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to e-mail a document into the computer for purposes of rapid and accurate 
inputting of graphics or other data.) 

17. Claims 23 and 28-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chen, et al., (U.S. Patent 6,009,442, issued December 28, 1999) 
[hereinafter "Chen"]. 

Regarding dependent claim 23, Chen teaches: 

The method of claim 18, wherein receiving the annotated media item 
comprises receiving a fax transmission including the item. 
(See, Chen, col. 3, lines 47-59 and col. 9, lines 55-61, teaching that documents may be 
received from various sources, including from a local area network [LAN], or from the 
internet. Chen does not expressly teach the receipt of documents through fax 
transmission. 

The Examiner takes official notice of the fact that method steps of receiving 
documents into a computer from "various sources," including a LAN and the internet, 
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includes receipt of documents through well known prior art means including via fax 
transmission. It would have been obvious to a person of ordinary skill in the art at the 
time of the invention to input documents to a computer using fax transmission for 
purposes of rapid and accurate inputting of graphics or other data.) 

Regarding dependent claim 28, Chen teaches: 

The method of claim 18, wherein reading the annotation from the media 

item comprises scanning an annotation region of the media item. 
(See, Chen, col. 9, line 54 through col. 11, line 23, teaching importation of document 
using a scanner. Chen does not expressly teach scanning only the region of the media 
item with an annotation. 

The Examiner takes official notice of the fact that method steps of scanning a 
document into a file were at the time of the invention well known to included the ability 
to limit the range of the scan at the discretion of the user. It was well known by a 
person of ordinary skill in the art at the time of the invention that a scan of a document 
could comprise a scan of a mere portion of the document for purposes of efficiency in 
scanning time and memory usage as well as to focus the material scanned into the 
computer to a smaller region such as a graphic, a picture, or a portion of a text as 
compared to the whole of a document.) 
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Regarding dependent claim 29, Chen teaches: 

The method of claim 18, wherein reading the annotation from the media 
item comprises performing optical character recognition on at least a portion of 
the media item. 

(See, Chen, col. 9, line 54 through col. 11, line 23, teaching importation of document 
using a scanner. Chen does not expressly teach performing optical character 
recognition on at least a portion of the media item. 

The Examiner takes official notice of the fact that method steps of scanning a 
document into a file were at the time of the invention well known to included the ability 
to perform an optical character recognition (OCR) function at the discretion of the user. 
It was well known by a person of ordinary skill in the art at the time of the invention that 
a scan of a document could include OCR conversion of text for purposes of efficiency 
and speed in entering text data.) 

Regarding dependent claim 30, as amended, Chen teaches: 

The method of claim 18, wherein reading the annotation from the media 
item comprises: 

scanning at least a portion of the media item to obtain an image; and 

removing preprinted marks from the image. 
(See, Chen, col. 9, line 54 through col. 11, line 23, teaching importation of document 
using a scanner. Chen does not expressly teach removing preprinted marks from an 
image. 
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The Examiner takes official notice of the fact that method steps of scanning a 
document into a file were at the time of the invention well known to included the ability 
to edit or otherwise modify the image of the scan at the discretion of the user. It was 
well known by a person of ordinary skill in the art at the time of the invention that a scan 
of a document could include editing and document modification features of a scanned 
document for purposes of cleaning up, cropping, or artfully modifying a document, etc.) 

Regarding dependent claim 31, Chen teaches: 

The method of claim 30, wherein the preprinted marks comprise lines. 
(Claim 31 incorporates substantially similar subject matter as claimed in claim 30, and is 
rejected along the same rationale.) 

Regarding dependent claim 32, Chen teaches: 

The method of claim 18, wherein reading the annotation from the media 
item comprises: 

retrieving a previously stored media item; and 

extracting differences between the previously stored media item with the 

received annotated media item. 
(Chen teaches the invention of claim 18. Chen does not teach comparing a new 
document with a stored document. 

The Examiner takes official notice of the fact that method steps of adding a 
document into a file were at the time of the invention well known to included the ability 
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to compare two documents at the discretion of the user. It was well known by a person 
of ordinary skill in the art at the time of the invention that any two documents may be 
compared to each other for purposes of reflecting edits, discovering differences, 
identification of documents, etc.) 

18. Claims 33-37, 39, and 41-67 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dozier, etal. (U.S. Patent 5,870,552, issued February 9, 1999) 
[hereinafter "Dozier"] as applied to claims 1-7, 11, 12, 16, and 17 above, in view of 
MacPhail, (U.S. Patent 5,280,609, issued January 18, 1994) [hereinafter 
"MacPhail"] and further in view of Bergen, (U.S. Patent 5,710,874, issued January 
20, 2998) [hereinafter "Bergen"]. 

Regarding independent claim 33, as amended, Dozier in view of MacPhail and further 
in view of Bergen teaches: 

A method of providing differentiated access to a collection of information, 
the method comprising: 

generating a first pointer to a collection of information, the first pointer 
further specifying a first access level from a plurality of access levels; 

generating a second pointer to the collection, the second pointer 
specifying a second access level different from the first access level; and 
outputting a representation of at least one of the pointers. 
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(It is noted that the application discloses a "pointer" as follows: "Each collection has a 
specific, unique address or identifier, such as a uniform resource locator (URL), which 
provides a pointer to the collection. References herein to a pointer, collection identifier, 
or distributed resource identifier (DRI) can be considered to refer to a URL or any other 
mechanism, tag, handle, pointer, or technique for identifying a file, collection, directory, 
or other group of files" See, disclosure, paragraph [0053]. 

Dozier teaches a method of providing differentiated access to a collection of 
information, but does not expressly teach a pointer to a collection of information 
specifying a first access level from a plurality of access levels. 

MacPhail teaches a pointer, or "LADN entry," to a security level associated with a 
document for the purpose of restricting access and users of the document. See, 
MacPhail, col. 4, lines 4-65, teaching the pointer and security levels. 

Dozier and MacPhail are combinable because they both involve access to 
documents scanned or otherwise incorporated into an electronic form, with Dozier 
teaching multiple documents in files and security associated with access to those files, 
and with MacPhail teaching multiple page documents in files and a specific method of 
security involving a pointer. 

The suggestion to combine the references may be found in Dozier, col. 15, lines 
8-21, stating, in relevant part: "for example, a service might involve . . . specified 
access controls (such a security restrictions and access costs . . .." Dozier also teaches 
access based on the first page of a collection with links to other pages, in a similar 
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manner to that taught by MacPhail. See, Dozier, col. 8, lines 52-66. MacPhail teaches 
security of access to the files in a more specific teaching. 

It would have been obvious to one of ordinary skill in the art to have combined 
the teachings of multiple document files with security with the teachings of MacPhail to 
use pointers to identify the security limitations because MacPhail teaches a specific 
means to implement document security on the same types of scanned electronic 
documents as those taught in Dozier. 

The combination of Dozier and MacPhail teaches a method of providing 
differentiated access to a collection of information, and teaches a pointer to a collection 
of information specifying a first access level from a plurality of access levels, but does 
not expressly teach printing out a representation of the pointer. 

Berger teaches a system for managing printing system memory that includes a 
security code printed out on a machine readable sheet, with such code limited to certain 
users with permission to access the printer. See, Bergen, col. 9, line 17 through col. 11, 
line 19, teaching the security system. 

Bergen is combinable with Dozier and MacPhail because they all involve access 
to documents scanned or otherwise incorporated into an electronic form, with Dozier 
teaching multiple documents in files and security associated with access to those files, 
with MacPhail teaching multiple page documents in files and a specific method of 
security involving a pointer, and with Bergen teaching a security system with a pointer to 
the documents that may be printed out. 
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The suggestion to combine the references may be found in Dozier, col. 15, lines 
8-21, stating, in relevant part: "for example, a service might involve . . . specified 
access controls (such a security restrictions and access costs . . .." Dozier also teaches 
access based on the first page of a collection with links to other pages, in a similar 
manner to that taught by MacPhail. See, Dozier, col. 8, lines 52-66. MacPhail teaches 
security of access to the files in a more specific teaching. Bergen adds to the teaching 
of MacPhail by teaching to print out the security access printer for use by authorized 
individuals. 

It would have been obvious to one of ordinary skill in the art to have combined 
the teachings of Dozier and MacPhail to use pointers to restrict security in accessing 
multiple document files with the teachings of Bergen that the security pointer is printed 
out as a means of accessing the documents because Dozier and MacPhail teach the 
internal security system while Bergen teaches a means of user interaction with that 
system.) 

Regarding dependent claim 34, as amended, Dozier in view of MacPhail and further in 
view of Bergen teaches: 

The method of claim 33, wherein each pointer identifies a directory 

containing the collection, the directory further containing a file indicating an 

access level. 

(The rejection of claim 33 is incorporated by this reference. In addition, MacPhail 
teaches that each document is assigned a unique name and a LADN. A LADN is 
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defined in MacPhail as a pointer. See, MacPhail, col. 4, lines 4-42.) 

Regarding dependent claim 35, as amended, Dozier in view of MacPhail and further in 
view of Bergen teaches: 

The method of claim 33, wherein each pointer specifies the access level 

by identifying a file indicating the access level. 
(The rejection of claim 33 is incorporated by this reference. In addition, see, MacPhail, 
col. 4, lines 4-16, teaching access by security levels. It would have been obvious to one 
of ordinary skill in the art to have combined the print out of the security authorization 
with the appropriate designation of a security level. 

The suggestion or motivation to indicate an access level is taught in MacPhail, 
col. 4, lines 4-16, teaching access by security levels, and is taught in Bergen, col. 11, 
lines 14-19, teaching that the print out of the pointer is for the purpose of limiting users 
to only those with authorization.) 

Regarding dependent claim 36, as amended, Dozier in view of MacPhail and further in 

view of Bergen teaches: 

The method of claim 33, further comprising generating a machine- 
readable indicium representing at least one of the pointer wherein outputting the 
representation of at least one of the pointers comprises outputting a document 
including the machine-readable indicium. 
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(The rejection of claim 33 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document including the machine-readable indicium as a "machine readable code.") 

Regarding dependent claim 37, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 36, wherein outputting the document comprises 
printing a paper coversheet. 
(The rejection of claim 33 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code.") 

Regarding dependent claim 39, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 36, wherein the indicium comprises a machine- 
readable code. 

(The rejection of claim 33 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document including the machine-readable indicium as a "machine readable code.") 
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Regarding dependent claim 41, as amended, Dozier in view of MacPhail and further 
in view of Bergen teaches: 

A method of providing differentiated access to a collection of information, 
the method comprising: 

generating a first pointer to a collection of information, the first pointer 
further specifying a first access level from a plurality of access levels; 

generating a first machine-readable indicium representing the first pointer; 

generating a second pointer to the collection, the second pointer 
specifying a second access level different from the first access level; 

generating a second machine-readable indicium representing the second 
pointer; 

outputting a first document including the first machine-readable indicium; 

and 

outputting a second document including the second machine-readable 
indicium, 

(The rejection of claim 33 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 1 1 , teaching that the bar code representation of the 
address/target value is also printed with the security code. Repeating the step of 
generating the access code at a different level is inherent in the ability to generate the 
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access code at any level, and the mere repeating of the step at different levels is not 
patentably distinct from generating the access code at one level. 

MacPhail expressly teaches that multiple pointers may be used. See, MacPhail, 
col. 4, lines 35-37 teaching that if a document is on one or more folders, then each 
folder has a pointer of LADN entry in the document relation object. Further, with the 
teaching of one pointer to one security access, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use a second pointer to a second 
security access, for the obvious and beneficial purpose of allowing multiple security 
access to the documents.) 

Regarding dependent claim 42, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 41, wherein outputting the first document comprises 
printing a first paper coversheet and outputting the second document comprises 
printing a second paper coversheet. 
(The rejection of claim 33 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 11, teaching that the bar code representation of the 
address/target value is also printed with the security code. Repeating the step of 
generating the access code at a different level is inherent in the ability to generate the 
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access code at any level, and the mere repeating of the step at different levels is not 
patentably distinct from generating the access code at one level.) 

Regarding dependent claim 43, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 42, wherein outputting the first document further 
comprises printing, on the first paper coversheet, a collection identifier that 
uniquely identifies the collection, and wherein outputting the second document 
further comprises printing, on the second paper coversheet, the same collection 
identifier 

(The rejection of claim 33 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 11, teaching that the bar code representation of the 
address/target value is also printed with the security code. Repeating the step of 
generating the access code at a different level is inherent in the ability to generate the 
access code at any level, and the mere repeating of the step at different levels is not 
patentably distinct from generating the access code at one level.) 

Regarding dependent claim 44, Dozier in view of MacPhail and further in view of 
Bergen teaches: 
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The method of claim 33, wherein the plurality of access levels comprises 
at least one access level selected from the group consisting of: 
administrator; 
edit; 
delete; 

read-only; and 
add-only. 

(The rejection of claim 33 is incorporated by this reference. In addition, see, MacPhail, 
col. 4, lines 4-16, teaching access by security levels. It would have been obvious to one 
of ordinary skill in the art to have combined the print out of the security authorization 
with the appropriate designation of a security level. 

The suggestion or motivation to indicate an access level is taught in MacPhail, 
col. 4, lines 4-16, teaching access by security levels, and is taught in Bergen, col. 11, 
lines 14-19, teaching that the print out of the pointer is for the purpose of limiting users 
to only those with authorization. 

The Examiner takes official notice of the fact that at the time of the invention 
method steps that limit access to computer files by users or user groups commonly 
divide the groups into access rights defined as one or more of "administrator; edit; 
delete; read-only; and add-only," because that set or rights, including reasonable 
combinations of such rights, defines the set of common and well known actions which 
may be effected upon an electronic document. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to define access rights as comprising one, more, or a combination of the 
following: "administrator; edit; delete; read-only; and add-only," for purposes of fully 
describing the extent of routine electronic data manipulation. 

Further, it is noted that levels of access to an electronic document which are 
described as: "administrator; edit; delete; read-only; and add-only," are implicit in a 
reference that describes limits to security access to an electronic document. "[I]n 
considering the disclosure of a reference, it is proper to take into account not only 
specific teachings of the reference but also the inferences which one skilled in the art 
would reasonably be expected to draw therefrom." In re Preda, 401 F.2d 825, 826, 159 
USPQ 342, 344 (CCPA 1968). See also, MPEP 2144.01. 

MacPhail expressly teaches that multiple pointers may be used. See, MacPhail, 
col. 4, lines 35-37 teaching that if a document is on one or more folders, then each 
folder has a pointer of LADN entry in the document relation object. Further, with the 
teaching of one pointer to one security access, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use a second pointer to a second 
security access, for the obvious and beneficial purpose of allowing multiple security 
access to the documents.) 

Regarding dependent claim 45, Dozier in view of MacPhail and further in view of 
Bergen teaches: 
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The method of claim 33, wherein the plurality of access levels comprises 
at least one access level specifying that access permissions should be inherited 
from a containing collection. 
(The rejection of claim 33 is incorporated by this reference. In addition, see, MacPhail, 
col. 4, lines 7-8, teaching that a security level may be associated with a document as it 
is filed.) 

Regarding dependent claim 46, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 33, wherein the plurality of access levels comprises 
at least one access level specifying that access permissions should be applied to 
documents within a containing collection. 

(The rejection of claim 33 is incorporated by this reference. In addition, see, Chen, col. 

4, lines 42-61 , teaching "clipped" documents that are collections of documents with 

separate pointers that are treated as though associated with each other as in joined with 

a "paper-clip.") 

Regarding dependent claim 47, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 33, wherein the collection comprises a plurality of 
documents. 



Application/Control Number: 10/687,019 Page 37 

Art Unit: 2176 

(The rejection of claim 33 is incorporated by this reference. In addition, see, Chen, col. 
4, lines 42-61 , teaching "clipped" documents that are collections of documents with 
separate pointers that are treated as though associated with each other as in joined with 
a "paper-clip.") 

Regarding dependent claim 48, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 33, wherein the collection comprises at least one 
multimedia item. 

(The rejection of claim 33 is incorporated by this reference. In addition, see, Chen, col. 
4, lines 42-61 , teaching "clipped" documents that are collections of documents with 
separate pointers that are treated as though associated with each other as in joined with 
a "paper-clip." See also, Chen, col. 4, lines 6-19, teaching the storage of a variety of file 
types, including multimedia items, e.g.: "JPEG.") 

Regarding dependent claim 49, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 33, wherein the collection comprises at least one 
item selected from the group consisting of: 
documents; 
images; 
files; 
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video data; and 
audio data. 

(The rejection of claim 33 is incorporated by this reference. In addition, see, Chen, col. 
4, lines 42-61 , teaching "clipped" documents that are collections of documents with 
separate pointers that are treated as though associated with each other as in joined with 
a "paper-clip." See also, Chen, col. 4, lines 6-19, teaching the storage of a variety of file 
types, including multimedia items, e.g.: "JPEG" which is commonly uses to store an 
image.) 

Regarding dependent claim 50, as amended, Dozier in view of MacPhail and further in 
view of Bergen teaches: 

The method of claim 33, further comprising: 

receiving the representation of one of the first or second pointers; 

reading the representation; and 

providing access to the collection, according to the access level specified 
by the received pointer representation. 
(Claim 50 incorporates substantially similar subject matter as claimed in claim 35, and is 
rejected along the same rationale.) 

Regarding dependent claim 51, as amended, Dozier in view of MacPhail and further in 
view of Bergen teaches: 

The method of claim 33, further comprising: 
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receiving the representation of one of the first or second pointers; 
reading the representation; 

receiving a signal indicating a request for access to the collection; and 
responsive to the requested access conforming with the access level 
specified by the received pointer representation, providing the requested access. 

(The rejection of claim 33 is incorporated by this reference. In addition, see, MacPhail, 

teaching retrieval of the document.) 

Regarding dependent claim 52, as amended, Dozier in view of MacPhail and further in 

view of Bergen teaches: 

The method of claim 33, further comprising: 

receiving the representation of one of the first or second pointers; 

reading the representation; 

receiving a signal indicating a request for access to the collection; and 
responsive to the requested access not conforming with the access level 
specified by the received pointer representation, denying the request for access. 
(The rejection of claim 33 is incorporated by this reference. In addition, see, Bergen, 
col. 10, lines 21-29, teaching denial of a security request.) 

Regarding dependent claim 53, Dozier in view of MacPhail and further in view of 
Bergen teaches: 
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The method of claim 33, wherein the representation further indicates at 
least one criterion for changing the access level. 
(The rejection of claim 33 is incorporated by this reference. In addition, see, Bergen, 
col. 10, lines 21-29, teaching denial of a security request, and that such denial process 
includes a prompt for a valid security code.) 

Regarding dependent claim 54, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 53, wherein the criterion for changing the access 
level comprises an expiry criterion. 
(The rejection of claim 33 is incorporated by this reference. In addition, see, Bergen, 
col. 10, lines 21-29, teaching denial of a security request, and that when the 
opportunities for entering the code have been exhausted, the program exits.) 

Regarding dependent claim 55, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 33, further comprising outputting a collection 
identifier that uniquely identifies the collection. 
(The rejection of claim 33 is incorporated by this reference. In addition, see, MacPhail, 
col. 4, lines 4-16, teaching that the documents are each assigned a unique identifier. 
See also, Bergen, Figure 1 1 , teaching that the target document code is printed out, 
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which in the combination of the inventions of MacPhail and Bergen, would be the unique 
identifier.) 

Regarding independent claim 56, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

A method of providing differentiated access to a collection of information, the 
method comprising: 

receiving a first document comprising a first machine-readable indicium 
representing a first pointer to a collection of information, the first pointer specifying a first 
access level for accessing the collection; 

generating a second pointer to the collection, the second pointer specifying a 
second access level different from the first access level; 

generating a second machine-readable indicium representing the second pointer; 

and 

outputting a second document including the second machine-readable indicium. 
(Claim 56 incorporates substantially similar subject matter as claimed in claim 41 and is 
rejected along the same rationale.) 

Regarding independent claim 57, as amended, Dozier in view of MacPhail and further 
in view of Bergen teaches: 

A method of providing differentiated access to a collection of information, 
the method comprising: 
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receiving a selection of a first access level for a first recipient from a 
plurality of access levels; 

receiving a selection of a second access level, different from the first 
access level, for a second recipient from a plurality of access levels; 

generating a first machine-readable indicium pointing to a collection of 
information, the first indicium further indicating the first access level; 

generating a second machine-readable indicium pointing to the same 
collection of information, the second indicium further indicating the second 
access level; 

outputting a first document including the generated first machine-readable 
indicium; and 

outputting a second document including the generated second machine- 
readable indicium. 

(Claim 57 incorporates substantially similar subject matter as claimed in claim 41 and is 
rejected along the same rationale.) 

Regarding dependent claim 58, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 57, wherein each machine-readable indicium 
corresponds to a collection identifier. 
(Claim 58 incorporates substantially similar subject matter as claimed in claim 41 and is 
rejected along the same rationale.) 
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Regarding independent claim 59, as amended, Dozier in view of MacPhail and further 
in view of Bergen teaches: 

A method of providing differentiated access to a collection of information, 
the collection comprising a plurality of items, the method comprising: 

receiving a selection of a first access level for a first subset of items in the 
collection; 

receiving a selection of a second access level, different from the first 
access level, for a second subset of items in the collection; 

generating a machine-readable indicium pointing to the collection, the 
indicium further indicating the first access level for the first subset of items and 
the second access level for the second subset of items; and 

outputting a document including the generated machine-readable 
indicium. 

(Claim 59 incorporates substantially similar subject matter as claimed in claim 41 and, in 
further view of the following, is rejected along the same rationale. It is noted that a 
collection is, by definition, comprised of a plurality of items. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 1 1 , teaching that the bar code representation of the 
address/target value is also printed with the security code.) 
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Regarding dependent claim 60, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 59, further comprising generating a collection 
overview representing the collection, wherein the first access level is associated 
with a first region within the collection overview, and wherein the second access 
level is associated with a second region within the collection overview. 
(Claim 59 incorporates substantially similar subject matter as claimed in claim 41 and, in 
further view of the following, is rejected along the same rationale. It is noted that a 
collection is, by definition, comprised of a plurality of items. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 11, teaching that the bar code representation of the 
address/target value is also printed with the security code.) 

Regarding dependent claim 61, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The method of claim 60, wherein each of the regions within the collection 
overview contains at least one item. 
(Claim 59 incorporates substantially similar subject matter as claimed in claim 41 and, in 
further view of the following, is rejected along the same rationale. It is noted that a 
collection is, by definition, comprised of a plurality of items. In addition, see Bergen, col. 
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9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 11, teaching that the bar code representation of the 
address/target value is also printed with the security code. Note that Bergen, Figure 11, 
step 208, tests for the existence of a target document, without which no pointer is 
assigned to be printed out.) 

Regarding independent claim 62, as amended, Dozier in view of MacPhail and further 
in view of Bergen teaches: 

A computer program product for providing differentiated access to a 
collection of information, the computer program product comprising: 
a computer-readable medium; and 
computer program code, encoded on the medium, for: 

generating a first pointer to a collection of information, the first 
pointer further specifying a first access level from a plurality of access 
levels; 

generating a second pointer to the collection, the second pointer 
specifying a second access level different from the first access level; and 

outputting a representation of at least one of the pointers. 
(Claim 62 incorporates substantially similar subject matter as claimed in claim 33 and is 
rejected along the same rationale.) 
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Regarding independent claim 63, as amended, Dozier in view of MacPhail and further 
in view of Bergen teaches: 

A system for providing differentiated access to a collection of information, 
comprising: 

a first pointer to a collection of information, the first pointer specifying a 
first access level from a plurality of access levels; 

a second pointer to the collection, the second pointer specifying a second 
access level different from the first access level; and 

an output device, for outputting a representation of at least one of the 
pointers. 

(Claim 63 incorporates substantially similar subject matter as claimed in claim 33 and is 
rejected along the same rationale.) 

Regarding independent claim 64, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

A file for specifying access levels, comprising: 

at least two resource identifier paths; and 

for each of the resource identifier paths, an indication of access rights; 
wherein the access rights for a first resource identifier path differ from the 
access rights for a second resource identifier path pointing to the same resource. 
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(Claim 64 incorporates substantially similar subject matter as claimed in claim 41 and is 
rejected along the same rationale.) 

Regarding dependent claim 65, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The file of claim 64, further comprising, for at least one of the resource 
identifier paths: 

an indication of a geographic region within a collection representation; and 
an indication of access rights for items within the geographic region. 
(It is noted that the specification does not discuss the limitation of a "geographic region" 
and the term will be treated in this Office Action consistent with its ordinary and 
accepted definition to one of ordinary skill at the time of the invention, which is an area 
of the earth. 

The rejection of claim 41 is incorporated by this reference. In addition, see 
Bergen, col. 9, line 17 through col. 11, line 19, teaching the security system and the 
print out of the document sheet including the machine-readable indicium as a "machine 
readable code." See also, Bergen Figure 11 , teaching that the bar code representation 
of the address/target value is also printed with the security code. Repeating the step of 
generating the access code at a different level is inherent in the ability to generate the 
access code at any level, and the mere repeating of the step at different levels is not 
patentably distinct from generating the access code at one level.) 
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Regarding dependent claim 66, Dozier in view of MacPhail and further in view of 
Bergen teaches: 

The file of claim 64, wherein at least one of the resource identifier paths 
identifies a collection. 

(The rejection of claim 41 is incorporated by this reference. In addition, see Bergen, col. 
9, line 17 through col. 11, line 19, teaching the security system and the print out of the 
document sheet including the machine-readable indicium as a "machine readable 
code." See also, Bergen Figure 11, teaching that the bar code representation of the 
address/target value is also printed with the security code. Repeating the step of 
generating the access code at a different level is inherent in the ability to generate the 
access code at any level, and the mere repeating of the step at different levels is not 
patentably distinct from generating the access code at one level. 

It is noted that the path is the pointer or identifier taught in the prior art and it is 
inherent that indicating and accessing a collection of documents, as is taught, contains 
a path within the identifier or pointer identifying the collection by its file name or other file 
access code.) 

Regarding dependent claim 67, Dozier in view of MacPhail and further in view of 
Bergen teaches: 
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The file of claim 64, further comprising, for at least one of the resource 
identifier paths, and indication that access rights should be inherited from a 
containing collection. 

(Claim 67 incorporates substantially similar subject matter as claimed in claim 64 and, in 
further consideration of the following, is rejected along the same rationale. See also, 
Chen, col. 1 , lines 44-61 , teaching that security authorization may be set at the 
document containing collection level.) 

19. It is noted that any citations to specific, pages, columns, lines, or figures in the 
prior art references and any interpretation of the references should not be considered to 
be limiting in any way. A reference is relevant for all it contains and may be relied upon 
for all that it would have reasonably suggested to one having ordinary skill in the art. 
See, MPEP2123. 

Response to Arguments 

Applicants' arguments filed June 12, 2006 have been fully considered, but they 
are not persuasive. 

Regarding rejections of claims 1 and 2 under 35 U.S.C. 101: 

Applicants argue that claims 1 and 2 recite useful, concrete, tangible results. 
Specifically, Applicants argue that claim 1 recites "performing at least one action to 
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cause a change to a stored document collection." Applicants conclude from the fact 
that there is a "change" that the change yields a concrete result because the collection 
is change, and a tangible result because it has a physical implementation. 
The Examiner disagrees. 

The "change" is not defined and, in its broadest reasonable interpretation, the 
change may be insignificant and therefore not useful. Further, no usefulness is taught 
in the specification from the mere fact of performing an unspecified "change" to a group 
of documents. 

Claims 1 and 2 do not require the use of a computer or any other tangible device. 
Therefore, in a broadest reasonable interpretation, a change in a collection of 
documents based on the order of documents may be laying out two pieces of paper, 
with one being first and one being second, and then slightly tilting the first piece of 
paper because it is first. Tilting the page is a concrete and tangible result, but there is 
nothing in the claim to make it useful. 

Regarding rejections of claims 1-7, 11, 12, 16, and 17, under 35 U.S.C. 102(b) as 
being anticipated by Dozier: 

First: Regarding independent claim 1 , Applicants argue that Dozier fails to 
"describe any technique where an action is selected and performed responsive to an 
order in which documents are received. See, Amendment, page 23. 

The Examiner disagrees. 
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Dozier teaches globally searching a collection of documents and replacing 
content, such as a company logo. See, Dozier, col. 8, lines 14-38. It is inherent that 
there is an order to the documents, and that the documents are searched in an order. 
By searching and finding a document to replace, for example, a company logo, the 
document was searched based on its order, and an action performed on it relative to its 
order, being that the logo was replaced on that document first because it was earlier in 
the document order. 

In general, it is noted that claim 1 is extremely broad, and virtually any action on 
a plurality of documents would covered by the claim. 

Second: Regarding dependent claim 2, Applicants argue that Dozier does not 
teach an action selected responsive to the order of the documents. See, Amendment, 
page 26. 

The Examiner disagrees. 

See, Dozier, col. 4, lines 11-26, teaching setting access controls collectively to a 
collection of documents. The access controls are inherently set in an order based on 
the order of the documents, which is "responsive" to the order of the documents. 

Again, the Examiner notes the extremely broad claim. 

Claim 3 depends from claim 2, and is rejected at least for the reasons stated 

above. 



Third: Regarding independent claim 4, Applicants argue that Dozier fails to 
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teach an "indicium" present in a first document in a collection whereby an action is 
performed on a subsequent document added to the collection. See, Amendment, page 

27. 

The Examiner disagrees. 

Dozier teaches a relative link between documents such that when a new 
document is added to a collection a new relative link is created such that if the 
document or collection is moved, the hyperlinks will remain active. See, Dozier, col. 8, 
lines 52-66. 

Claims 5-7, 11, 12, 16, and 17 depend from claim 4, and are rejected at least for 
the reasons stated above. 

Regarding rejections of claims 18-22 and 24-27, under 35 U.S.C. 102(b) as being 
anticipated by Chen: 

Regarding independent claim 18, Applicants argue that Chen does not teach "a 
mechanism for adding annotation to a collection [of documents] in a streamlined 
manner, with minimal effort by the user," and arguing further that Chen fails to teach 
annotating the collection as a whole. See, Amendment, page 28. 

The Examiner disagrees. 

The claim does not require that the collection be annotated as a whole or that the 
annotation be "in a streamlined manner, with minimal effort by the user." The claim 
specifies only "adding the annotation to the collection of information." 
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Dozier expressly teaches adding annotations to a collection of information. See, 
Dozier, col. 18, lines 42-55. 

Claims 19, 21, 22, and 24-27 depend from claim 18, and are rejected at least for 
the reasons stated above. 

Regarding rejections of claims 8-10 and 13-15, under 35 U.S.C. 103(a) as being 
unpatentable over Dozier: 

First: Regarding dependent claim 8, Applicants argue that Dozier fails to teach 
or suggest "for at least one of the subsequent documents, receiving a separator prior to 
receiving the document." See, Amendment, page 30. 

The Examiner disagrees. 

As described in the Amendment: "The separator provides a mechanism for 
indicating where one document ends and the next document begin." See, Amendment, 
page 30. 

It is inherent in any document collection or management system that there will be 
"separators" between documents. Otherwise, there would be no way to ever keep 
documents whole. Common document separators that are ubiquitous to document 
management systems include comma and other character delimitation, end-of-file 
[EOF], end-of-text [ETX] markers, as well as a wide range of other similar markers. See 
generally, Microsoft Computer Dictionary, Fifth Edition, Microsoft Press, 2002, 
definitions of "end-of-file" and "end-of-text." 
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Therefore, it is inherent in the document system of Dozier that the invention 
includes document separators. 

Claim 9 depends from claim 8, and is rejected at least for the reasons stated 

above. 

Second: Regarding dependent claims 10, Applicants argue that Dozier fails to 
teach or suggest "each document comprises at least one piece of paper, and wherein 
receiving the document comprises scanning the at least one piece of paper." See, 
Amendment, page 32. 

The Examiner disagrees. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that a document would have comprised at least one piece of paper, in that 
documents were commonly printed on paper, and to print on paper, it takes at lease one 
piece of paper. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to scan a paper document into a computer for the obvious and beneficial 
purpose of speed and accuracy in entering the data appearing on the face of the paper 
document. 

In addition, claims 10 and 13-15 depend from claim 4, and are rejected at least 
for the reasons stated above. 
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Regarding rejections of claims 23 and 28-32, under 35 U.S.C. 103(a) as being 
unpatentable over Chen: 

Regarding dependent claim 23, Applicants argue that Chen fails to teach 
"receiving a fax transmission including the item." See, Amendment, page 33. 
The Examiner disagrees. 

See, Chen, col. 3, lines 47-59 and col. 9, lines 55-61, teaching that documents 
may be received from various sources, including from a local area network [LAN], or 
from the internet. Chen does not expressly teach the receipt of documents through fax 
transmission. 

The Examiner takes official notice of the fact that method steps of receiving documents 
into a computer from "various sources," including a LAN and the internet, includes 
receipt of documents through well known prior art means including via fax transmission. 
It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to input documents to a computer using fax transmission for purposes of rapid 
and accurate inputting of graphics or other data. 

Claims 28-32 depend from claim 23, and are rejected at least for the reasons 
stated above. 

Regarding rejections of claims 33-37, 39, and 41-67, under 35 U.S.C. 103(a) as 
being unpatentable over Dozier in view of MacPhail and further in view of Bergen: 
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First: Regarding independent claims 33 and 41 , Applicants argue: "Nowhere in 
any of the references is there any hint or suggestion of generating two pointers to a 
document collection, each pointer specifying a different access level." See, 
Amendment, page 36. 

The Examiner disagrees. 

It is noted that the application discloses a "pointer" as follows: "Each collection 
has a specific, unique address or identifier, such as a uniform resource locator (URL), 
which provides a pointer to the collection. References herein to a pointer, collection 
identifier, or distributed resource identifier (DRI) can be considered to refer to a URL or 
any other mechanism, tag, handle, pointer, or technique for identifying a file, collection, 
directory, or other group of files." See, disclosure, paragraph [0053]. 

Dozier teaches a method of providing differentiated access to a collection of 
information, but does not expressly teach a pointer to a collection of information 
specifying a first access level from a plurality of access levels. 

MacPhail teaches a pointer, or "LADN entry," to a security level associated with a 
document for the purpose of restricting access and users of the document. See, 
MacPhail, col. 4, lines 4-65, teaching the pointer and security levels. 

Dozier and MacPhail are combinable because they both involve access to 
documents scanned or otherwise incorporated into an electronic form, with Dozier 
teaching multiple documents in files and security associated with access to those files, 
and with MacPhail teaching multiple page documents in files and a specific method of 
security involving a pointer. 
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The suggestion to combine the references may be found in Dozier, col. 15, lines 
8-21, stating, in relevant part: "for example, a service might involve . . . specified 
access controls (such a security restrictions and access costs . . Dozier also teaches 
access based on the first page of a collection with links to other pages, in a similar 
manner to that taught by MacPhail. See, Dozier, col. 8, lines 52-66. MacPhail teaches 
security of access to the files in a more specific teaching. 

It would have been obvious to one of ordinary skill in the art to have combined 
the teachings of multiple document files with security with the teachings of MacPhail to 
use pointers to identify the security limitations because MacPhail teaches a specific 
means to implement document security on the same types of scanned electronic 
documents as those taught in Dozier. 

The combination of Dozier and MacPhail teaches a method of providing 
differentiated access to a collection of information, and teaches a pointer to a collection 
of information specifying a first access level from a plurality of access levels, but does 
not expressly teach printing out a representation of the pointer. 

Berger teaches a system for managing printing system memory that includes a 
security code printed out on a machine readable sheet, with such code limited to certain 
users with permission to access the printer. See, Bergen, col. 9, line 17 through col. 11, 
line 19, teaching the security system. 

Bergen is combinable with Dozier and MacPhail because they all involve access 
to documents scanned or otherwise incorporated into an electronic form, with Dozier 
teaching multiple documents in files and security associated with access to those files, 
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with MacPhail teaching multiple page documents in files and a specific method of 
security involving a pointer, and with Bergen teaching a security system with a pointer to 
the documents that may be printed out. 

The suggestion to combine the references may be found in Dozier, col. 15, lines 
8-21, stating, in relevant part: "for example, a service might involve . . . specified 
access controls (such a security restrictions and access costs . . .." Dozier also teaches 
access based on the first page of a collection with links to other pages, in a similar 
manner to that taught by MacPhail. See, Dozier, col. 8, lines 52-66. MacPhail teaches 
security of access to the files in a more specific teaching. Bergen adds to the teaching 
of MacPhail by teaching to print out the security access printer for use by authorized 
individuals. 

It would have been obvious to one of ordinary skill in the art to have combined 
the teachings of Dozier and MacPhail to use pointers to restrict security in accessing 
multiple document files with the teachings of Bergen that the security pointer is printed 
out as a means of accessing the documents because Dozier and MacPhail teach the 
internal security system while Bergen teaches a means of user interaction with that 
system. 

MacPhail expressly teaches that multiple pointers may be used. See, MacPhail, 
col. 4, lines 35-37 teaching that if a document is on one or more folders, then each 
folder has a pointer of LADN entry in the document relation object. Further, with the 
teaching of one pointer to one security access, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use a second pointer to a second 
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security access, for the obvious and beneficial purpose of allowing multiple security 
access to the documents. 

Claims 34-37, 39, and 44-55 depend from claim 33, and are rejected at least for 
the reasons stated above. 

Claims 42 and 43 depend from claim 41 , and are rejected at least for the reasons 
stated above. 

Claims 62 and 63 are substantially similar to claim 33 and are rejected at least 
for the reasons stated above. 

Second: Regarding independent claim 56, Applicants argue that claim 56 is not 
substantially similar to claim 41, specifically relating to fist and second access levels 
and fist and second indicium. See, Amendment, page 37. 

The Examiner disagrees. 

Claim 41 originally depended from independent claim 33, and incorporated its 
limitations by virtue of that dependency. The reference of the similarity between claims 
56 and claim 41 incorporated the limitations of claim 33. By the current Amendment, 
the limitations of claim 41 have been amended to an independent claim incorporating 
the limitations of independent claim 33, resulting in nearly identical language of claim 
56. 

Because Applicants have amended claim 41 to be independent an substantially 
similar to claim 56, Applicants' arguments regarding the former language of claim 41 is 
moot. 
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Third: Regarding independent claim 57, Applicants argue that the references fail 
to teach or suggest the use of two access levels to a common collection of information. 
See, Amendment, page 39. 

The Examiner disagrees. 

It is noted that Applicants are claiming two access levels to two individuals for 
access to two different documents in one collection. Such access is fully taught by the 
teachings of one person accessing a document and a second person accessing another 
document, wherein the individuals have different access levels. Essentially, if one 
person can access a document from a collection with appropriate access authority, it 
teaches to do it more than one times. The teaching of the method for one person 
teaches the method used a plurality of times. 

Dozier teaches a method of providing differentiated access to a collection 
of information, but does not expressly teach a pointer to a collection of information 
specifying a first access level from a plurality of access levels. 

MacPhail teaches a pointer, or "LADN entry," to a security level associated with a 
document for the purpose of restricting access and users of the document. See, 
MacPhail, col. 4, lines 4-65, teaching the pointer and security levels. 

Dozier and MacPhail are combinable because they both involve access to 
documents scanned or otherwise incorporated into an electronic form, with Dozier 
teaching multiple documents in files and security associated with access to those files, 
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and with MacPhail teaching multiple page documents in files and a specific method of 
security involving a pointer. 

The suggestion to combine the references may be found in Dozier, col. 15, lines 
8-21, stating, in relevant part: "for example, a service might involve . . . specified 
access controls (such a security restrictions and access costs . . .." Dozier also teaches 
access based on the first page of a collection with links to other pages, in a similar 
manner to that taught by MacPhail. See, Dozier, col. 8, lines 52-66. MacPhail teaches 
security of access to the files in a more specific teaching. 

It would have been obvious to one of ordinary skill in the art to have combined 
the teachings of multiple document files with security with the teachings of MacPhail to 
use pointers to identify the security limitations because MacPhail teaches a specific 
means to implement document security on the same types of scanned electronic 
documents as those taught in Dozier. 

The combination of Dozier and MacPhail teaches a method of providing 
differentiated access to a collection of information, and teaches a pointer to a collection 
of information specifying a first access level from a plurality of access levels, but does 
not expressly teach printing out a representation of the pointer. 

Berger teaches a system for managing printing system memory that includes a 
security code printed out on a machine readable sheet, with such code limited to certain 
users with permission to access the printer. See, Bergen, col. 9, line 17 through col. 11, 
line 19, teaching the security system. 
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Bergen is combinable with Dozier and MacPhail because they all involve access 
to documents scanned or otherwise incorporated into an electronic form, with Dozier 
teaching multiple documents in files and security associated with access to those files, 
with MacPhail teaching multiple page documents in files and a specific method of 
security involving a pointer, and with Bergen teaching a security system with a pointer to 
the documents that may be printed out. 

The suggestion to combine the references may be found in Dozier, col. 15, lines 
8-21, stating, in relevant part: "for example, a service might involve . . . specified 
access controls (such a security restrictions and access costs . . .." Dozier also teaches 
access based on the first page of a collection with links to other pages, in a similar 
manner to that taught by MacPhail. See, Dozier, col. 8, lines 52-66. MacPhail teaches 
security of access to the files in a more specific teaching. Bergen adds to the teaching 
of MacPhail by teaching to print out the security access printer for use by authorized 
individuals. 

It would have been obvious to one of ordinary skill in the art to have combined 
the teachings of Dozier and MacPhail to use pointers to restrict security in accessing 
multiple document files with the teachings of Bergen that the security pointer is printed 
out as a means of accessing the documents because Dozier and MacPhail teach the 
internal security system while Bergen teaches a means of user interaction with that 
system. 

MacPhail expressly teaches that multiple pointers may be used. See, MacPhail, 
col. 4, lines 35-37 teaching that if a document is on one or more folders, then each 
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folder has a pointer of LADN entry in the document relation object. Further, with the 
teaching of one pointer to one security access, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use a second pointer to a second 
security access, for the obvious and beneficial purpose of allowing multiple security 
access to the documents. 

Claim 58 depends from claim 57, and is rejected at least for the reasons stated 

above. 

Fourth: Regarding independent claim 59, Applicants argue that the references 
fail to teach or suggest "generating a machine-readable indicia that points to a 
document collection and also indicates two different access levels for different subsets 
of items in the collection." See, Amendment page 41. 

The Examiner disagrees. 

It is noted that claim 59 is drawn to the same invention as claimed in claim 41 . 
Further, it is noted that a collection is, by definition, comprised of a plurality of items. In 
addition, see Bergen, col. 9, line 17 through col. 11, line 19, teaching the security 
system and the print out of the document sheet including the machine-readable indicium 
as a "machine readable code." See also, Bergen Figure 1 1, teaching that the bar code 
representation of the address/target value is also printed with the security code. 
Therefore, all of the limitations of claim 59 are taught or suggested by the references. 
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Fifth: Regarding claim 64, Applicants argue that the references do not teach or 
suggest "resource identifier paths, nor does it recite any relationship between such 
paths and access rights." See, Amendment, page 42. 

The Examiner disagrees. 

It is noted that the term "resource identifier path" is not found in the specification. 
Upon review of the specification and claims, and in consideration of what was known by 
one of ordinary skill in the art at the time of the invention, the Examiner believes the 
term "resource identifier path" to merely refer to the computer address of the document, 
which is used to locate the document. The use of a document identifier was well known 
to one of ordinary skill in the art at the time of the invention as the common method to 
identify and locate a document. 

The "relationship between such paths and access rights" is believed by the 
Examiner to have been intended by the Applicants to mean that the access rights to the 
documents accessed the document identifier, which would have been obvious to one of 
ordinary skill in the art at the time of the invention as a common of accessing a 
document. 

Claims 65-67 depend from claim 64, and are rejected at least for the reasons 
stated above. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS for the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael K. Botts whose telephone number is 571-272- 
5533. The examiner can normally be reached on Monday through Friday 8:00-4:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571 -272-41 36. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



MKB/mkb 



Heather R. Herndon 
Supervisory Patent Examiner 
Technology Center 2100 



